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earned patent term adjustment. See 37 CFR 1.704(b). 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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METHOD AND APPARATUS FOR USE WITH A FLUID FILTER 


FIRST OFFICE ACTION 


TITLE 

The title of the invention is objected to because it is not descriptive of the claimed 
invention. A new title is required that is clearly indicative of the invention to which the claims 
are directed. 

CLAIMS 


35 U.S.C. $102 


The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 1 22(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 


Application/Control Number: 10/696,831 


Art Unit: 2855 


Page 3 


Claims 1, 5-9, and 12-16 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Gottemoller et al. (2004/0200457). 

With regards to claim 1, Gottemoller et al teach a method comprising the steps of: 
obtaining a measured fluid pressure near a filter (22) in an internal combustion engine 
(abstract); 

determining a predetermined value based on at least one engine operating parameter 
(page 2, paragraph 20, lines 1 1-16 set forth that a normal fuel pressure, which is deemed as the 
"predetermined value" as claimed by the Applicant, is a function of normal engine operating 
conditions); and 

comparing the measured fluid pressure to the predetermined value, yielding a compared 
pressure (page 2, paragraph 20, lines 5-8); 

when the compared pressure exceeds an established value, indicating that a potential fluid 
problem is present (page 2, paragraph 20, lines 11-14). 

With regards to claim 5, Gottemoller et al teach the measured fluid pressure (76/80) 
occurs near an outlet of the filter (22). 

With regards to claim 6, Gottemoller et al. teach the measured fluid pressure (76/80) 
occurs near an inlet of the filter (22). 
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With regards to claim 7, said claim closely parallels that of claim 1 and thus the same 
analogy that applies to claim 1 above also applies to claim 7. 

With regards to claim 8, Gottemoller et al. teach the measured fluid pressure (76/80) 
occurs near an outlet of the filter (22). 

With regards to claim 9, Gottemoller et al. teach the measured fluid pressure (76/80) 
occurs near an inlet of the filter (22). 

With regards to claim 12, Gottemoller et al. is interpreted as indicating the warning 
condition as claimed because the outputs from the pressure sensors (76/80) are fed to the control 
unit (78). Thus, the transmission of the information from the sensors to the control unit is 
interpreted as the "indicating the warning condition" as claimed. 

Furthermore, since Gottemoller et al. teach such a warning condition, one having 
ordinary skill in the art armed with said teaching would have the knowledge that in order to have 
a warning condition the warning condition must be communicated or the purpose of a warning 
condition would be defeated. 

With regards to claim 13, Gottemoller et al. is interpreted as transmitting the warning 
condition to a remote location because the outputs from the pressure sensors (76/80) are fed to 
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the control unit (78). The location of the control unit is interpreted as a remote location as 
claimed. 

With regards to independent claim 14, much like independent claims 1 and 7, 
Gottemoller et al. teach an apparatus comprising: 

a pressure sensor (76) arranged and constructed to measure a pressure of a fluid near a 
filter (22) for the fluid of an internal combustion engine, yielding a measured fluid pressure 
(page 2, paragraph 20); and 

an engine control module arranged and constructed to determine a predetermined value 
based on at least one engine operating parameter and to compare the predetermined value to the 
measured fluid pressure (page 2, paragraph 20). 

With regards to claim 15, Gottemoller et al. teach the pressure sensor (76/80) located near 
a discharge of the filter (22). 

With regards to claim 16, Gottemoller et al teach the pressure sensor (76/80) located near 
an inlet of the filter (22). 
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35U.S.C. $103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 2-4, 10, and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gottemoller at al. (2004/0200457). 

With regards to claims 2-4, 10, and 17, Gottemoller et al. disclose that the predetermined 
value relates to fuel pressure and is based on normal engine operating conditions (page 2, 
paragraph 20), and therefore the predetermined value will be based on at least one engine 
operating parameter because normal engine operating conditions relating to fuel pressure are 
dependent upon at least one engine operating parameter. 

Gottemoller et al. fail to explicitly disclose an exact operating parameter which accounts 
for normal operating conditions. 

However, it would have been obvious to one having ordinary skill in the art that the at 
least one engine operating parameter may include engine speed, engine load, and/or fluid 
temperature. 
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The motivation being that Gottemoller et al. disclose that the "normal engine operating 
conditions" are in relation to fuel pressure. Furthermore, one having ordinary skill in the art has 
the knowledge that fuel pressure is dependent upon engine speed, engine load, and/or fluid 
temperature. Engine speed and load dictate the demands of fuel injectors and thus fuel pressure. 
Furthermore, a fluid temperature (which could be fuel, coolant, which relates to engine load, oil, 
which relates to engine load, etc.) also dictate the demands of fuel injectors and thus fuel 
pressure. 

Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gottemoller at al. 
(2004/0200457) in view of Amano et al. (2004/0060343). 

With regards to claim 11, Gottemoller et al. teach comparing the measured pressure to a 
predetermine value. 

Gottemoller et al. fail to teach comparing the difference between the measured pressure 
and the predetermined value to a predetermined value and activating a timer based on the 
difference. 

However, Amano et al. do teach comparing the difference between a measured pressure 
and a predetermined value to a predetermined value and activating a timer based on the 
difference (page 6, paragraph 84). 


Application/Control Number: 10/696,831 


Art Unit: 2855 


Page 8 


As such, it would have been obvious to one having ordinary skill in the art armed with 
said teachings to add to the teaching of Gottemoller et al. the comparison of the difference 
between the measured pressure and the predetermined value to a predetermined value and then 
activating a timer based on the difference as taught by Amano et al. 

The motivation being to monitor the pressure difference with respect to time since a 
given pressure difference may not be indicative of a problem if the time period over which the 
pressure difference is monitored is of a great length. Pressure differences of a given amount over 
a short time period may be indicative of a problem such as a leak. Use of a timer allows for this 
determination. 

RELEVANT ART 

The Applicant's attention is directed to the enclosed "PTO-892" form for the prior art 
made of record and not relied upon but considered relevant to the state of the art of the 
Applicants disclosure. 

CONCLUSION 


Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Eric S. McCall whose telephone number is (571) 272-2183. 
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The fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Primary Examiner 
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